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DETAILED ACTION 

1 . This office action is in response to applicant's application serial no. 09/586977 
filed on 6/5/2000. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 1/10/2001 has been 
considered by the examiner. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Rikuna (U.S. 
Patent No. 4,752,678). 

5. In respect to claim 1 , Rikuna discloses a processor for pre-controlling the 
execution of a program contained in a second chip card, inserted in a terminal, in 
addition to a first chip card, containing data and connected to a telecommunication 
network to which the terminal is linked comprising the step of authenticating one of the 
first and second cards by the other, prior to the execution of the program (see col. 2, 
line 67-col. 3, line 13). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-2, 4, 6, 8, 10-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shona (U.S. Patent No. 5,799,085) in view of Turban (U.S. Patent 
No. 5,586,166). 

8. In respect to claim 1 , Shona discloses a processor for pre-controlling the 
execution of a program contained in a second chip card, inserted in a terminal, in 
addition to a first host device, comprising the step of authenticating one of the host 
device and second cards by the other, prior to the execution of the program (see col. 2, 
lines 43-54). 

Shona does not explicitly disclose said host device is a chip card and the second 
chip card is connected to a telecommunication network to which the terminal is linked. 
However, Turban discloses a chip card with means for checking whether a further chip 
card has been installed into the same telecommunication terminal and two chip cards 
can received signals and useful data from one another (see col. 3, lines 18-26). 
Therefore, It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Shona's mutual authentication system with 
Turban's plurality chip card communicating over the telecommunication network for the 
benefit of enabling the chip card to make direct data exchange between 
telecommunication network and chip card (also see col. 2, lines 41-49). 
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9. In respect to claim 2, Shona and Turban disclose the process of claim 1 . Shona 
further discloses wherein the authentication involved an authentication of the second 
card by the first chip card, and comprises the following steps: 

"applying an identifier of the program which is transmitted from the second card 
to the first card and a key to an algorithm, containing in the first card, to produce a result 
(see col. 2, lines 63-67), and 

comparing the result and a certificate which is transmitted by the second card to 
the first card in order to execute the program only in case the latter two are equal" (see 
col. 3, lines 1-12). 

10. In respect to claim 4, Shona and Turban disclose the process of claim 1. Shona 
further discloses wherein the authentication involves an authentication of the second 
card by the first card, and comprises the following steps: 

transmitting a random number from the first card to the second card (see col. 2, 
lines 63-67); 

applying the transmitted random number and a key to an algorithm contained in 
the second card to produce a signature that is transmitted to the first card (see col. 3, 
lines 1-5); 

applying the random number and a key to an algorithm containing in the first card 
to produce a result (see col. 3, lines 5-8); and 

comparing the result to the signature transmitted to the first card as to execute 
the program only when the two are equal (see col. 3, lines 8-12). 
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11. In respect to claim 6, Shona and Turban disclose the process in according to 
claim 1, wherein the authentication involves an authentication of the first card by the 
second card, and comprises the following steps: 

transmitting a predetermined field of a number from the first card to the second 
card (see col. 3, lines 15-21); and 

comparing the predetermined field to a number in the second card so as to 
execute the program or to read its content only when the two are equal (see col. 
3, lines 22-30). 

12. In respect to claim 8, Shona and Turban disclose the process in according to 
claim 1 . Shona further discloses wherein the authentication involves an authentication 
of the first card by the second card, and comprises the following steps: 

reading a random number from the first card into the second card (see col. 3, 
lines 15-18); 

applying the random number and a key to an algorithm contained in the first card 
so as to produce a signature transmitted to the second card (see col. 3, lines 18- 
21); 

applying the random number and a key to an algorithm contained in the second 
card so as to produce a result (see col. 3, lines 22-26); and 
comparing the result to the signature transmitted to the second card so as to 
execute the program or read its content only when the two are equal (see col. 3, 
lines 2, lines 24-30). 
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13. In respect to claim 10, Shona and Turban disclose the process in accordance 
with claim 1 . Shona further discloses said process comprising a first authentication of 
one card by the other card and a second authentication of the other card by said one 
card which follows the first authentication when said one card is authenticated by the 
other card and which is followed by the execution of the program when the other card is 
authenticated by said one card (see col. 2, line 63-col. 3, line 30). 

14. In respect to claim 1 1 , Shona and Turban disclose the process of claim 1 . 
wherein at least one part of the authentication is executed only in response to an 
authentication request, transmitted from the second card to the first card (see col. 2, 
lines 63-67). 

15. In respect to claim 12, Shona and Turban disclose the process of claim 1. 
Turban further discloses wherein authentication steps are executed in a server of the 
telecommunication network in response to a request from the first card (see col. 3, lines 
37-46). 

16. In respect to claim 13, Shona and Turban disclose the process according to 
claim 1 . Shona further discloses said process including the steps of reading of the 
characteristics for the execution of the program in the second card, by the first card or 
the terminal in response to an introduction of the second card in a reading means linked 
to the terminal, and analysis of the characteristics in comparison to the material and 
software capacities of the first card and/or the terminal to reject the second card when 
said characteristics are incompatible with the first card and/or the terminal (see col. 2, 
line 63-col. 3, line 12). 
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17. In respect to claim 14, Shona and Turban disclose the process in accordance 
with claim 1 . Turban further discloses including the step, between the authentication of 
card and the execution of the program, of remotely loading the program from the 
second card into the first card for a program execution in the first card (see col. 4, lines 
57-64). 

18. In respect to claim 15, Shona discloses Turban disclose the process in 
accordance with claim 1 . Turban further discloses wherein the program is launched on 
command from the first card to be executed in the second card and exchanges of 
commands and responses are made between the second card and the terminal (see 
col. 4, lines 57-64). 

19. In respect to claim 16, Shona and Turban disclose the process of claim 15. 
Turban further discloses wherein said exchanges are made directly between the second 
card and the terminal (see col. 4, lines 57-64). 

20. In respect to claim 17, discloses the process of claim 15, wherein said 
exchanges between the second card and the terminal are made through the first card 
(see col. 3, lines 48-52). 

21. In respect to claim 18, Shona and Turban disclose the process of claim 1. Shona 
further including the step, between the authentication of card and the execution of 
program, of remotely loading the program from the second card into the terminal for 
program execution in the terminal (see col. Col. 4, lines 57-64). 

22. In respect to claim 19, Shona and Turban disclose the process of claim 1 . 
Turban further discloses wherein the telecommunication network is a radio telephone 
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network, the terminal is a mobile radio telephone terminal, and the first card is a 
subscriber identity card (see col. 2, lines 22-31 and col. 4, lines 1-3). 

23. Claim 3, 5 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shona (U.S. Patent No. 5,799,085) and Turban (U.S. Patent No. 5,586,166) as applied 
to claim 2 above, and further in view of Wasilewski et al. (U.S. Patent No. 6,424,714). 

24. In respect to claim 3, Shona and Turban disclose the process of claim 2. Shona 
discloses enciphers random number (identifier) with the first authentication key 
contained in the first card to create enciphered data X (see col. 3, lines 5-8) but do not 
explicitly disclose the step of selecting the key in a table of keys contained in the first 
card as a function of the program identifier. However, Wasilewski disclose using a 
random number to generate a key (see col. 8, lines 5-15). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the teaching of Shona's selecting of key with Wasilewski's teaching of 
frequent key changing that is designed to thrwart attempts by unauthorized users to 
compromise the encryption algorithm by discovering the key (also see col. 8, lines 55- 
59). 

25. In respect to claim 5, Shona and Turban discloses the process in accordance 
with claim 4. Shona discloses enciphers random number (identifier) with the first 
authentication key contained in the first card to create enciphered data X transmitted 
from the second card to the first card (see col. 3, lines 5-8) but do not explicitly disclose 
the step of selecting the key in a table of keys contained in the first card as a function of 
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a program identifier. However, Wasilewski disclose using a random number to generate 
a key (see col. 8, lines 5-15). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to incorporate the teaching of Shona's 
selecting of key with Wasilewski's teaching of generating a key as a function an 
identifier to prevent the same key from repeat used and thus provide a more secure 
enciphered data. 

26. In respect to claim 9, Shona and Turban disclose the process in accordance with 
claim 8. Shona discloses enciphers random number (identifier) with the first 
authentication key contained in the first card to create enciphered data X transmitted by 
the second card to the first card (see col. 3, lines 15-20) but do not explicitly disclose 
the step of selecting the key in a table of keys contained in the first card as a function of 
the program identifier. However, Wasilewski disclose using a random number to 
generate a key (see col. 8, lines 5-15). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate the teaching of 
Shona's selecting of key with Wasilewski's teaching of generating a key as a function an 
identifier to prevent the same key from repeat used and thus provide a more secure 
enciphered data. 

27. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shona 
(U.S. Patent No. 5,799,085) and Turban (U.S. Patent No. 5,586,166) as applied to claim 
2 above, and further in view of Jandrell (U.S. Patent No. 5,365,516). 
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28. In respect to claim 7, Shona and Turban disclose the process of claim 6. Shona 
and Turban do not explicitly disclose wherein the predetermined field comprises at least 
the call sign of the telecommunication network contained in an identity number of the 
first card. However, Jandrell discloses using a call sign of the telecommunication 
network as a system identifier code (see col. 24, lines 19-27). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
utilize the teaching of Jandrell by using the call sign as an identification code for the 
benefit of keeping record for service request and maintaining control. 

Conclusion 

29. The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure. 

-Nakamo et al. Discloses a customer service system for use in IC card system. 

-Kolev et al. Discloses multiple cellular systems with limited SIM card information. 

-Pinault discloses a method of making the use of a terminal of cellular mobile 
radio system more secure and corresponding terminal and user card. 

-Iwasaki et al. Discloses connecting apparatus and information processing 
apparatus. 

Rikuna discloses an IC card system employing remote PIN entry card. 

30. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tongoc Tran whose telephone number is (703) 305- 
7690. The examiner can normally be reached on 8:30-5:00 M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory A. Morse can be reached on (703) 308-4789. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)305- 
9600. 
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Art Unit: 2134 
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